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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 5 through 9. An anendnent after final rejection (paper
no. 8) canceled claim9 and replaced it with claim10. Thus
the clains on appeal are 5 through 8! and 10, all clains

pending in this application.

1" As noted by the Exam ner, the appendix to the brief
included a slight error inclaim88, i.e., “A” had been
omtted fromthe claim
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The invention relates to a nmethod of manufacturing a
filtering |ayer on the faceplate of a display device such as a
cathode ray tube. In particular, the filtering |ayer contains
silicon dioxide, a netal oxide, and a dye.

The sol e i ndependent claim5 is reproduced as foll ows:

5. A nethod of manufacturing a filtering | ayer of
silicon on a display screen of a display device, characterized
inthat the filtering layer is manufactured by providing, on
the display screen, a coating of a mxture of an al coholic
solution of an al koxysil ane conpound, an al koxy conmpound of at
| east one netal selected fromthe group consisting of CGe, Zr,
Al and Ti, acidified water and a bl ack dye and then heating
said thus coated display screen to a tenperature sufficient to
formsilicon dioxide fromthe al koxysil ane conpound and to
forman oxide of said nmetal from said al koxy conpound t hereby
formng the filtering layer conprising silicon dioxide, an
oxi de of the netal and the dye.

The Exam ner relies on the follow ng references:
Kato et al. (Kato) 4,787,716 Nov. 29, 1988
Kawanura et al. (Kawanura) 5,291, 097 Mar. 1, 1994

(filed May 1, 1991)

Kojima et al. (Kojim) EP 517, 611 Dec. 9, 1992
Appel lants’ Admitted Prior Art(APA) (pg. 1, line 20-pg. 2, line
2)

Clains 5 through 8 and 10 stand rejected under 35 U S. C

8§ 103 as being unpatentabl e over either APA or Kojima in view

of Kawanmura and further in view of Kato.
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Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the brief, reply brief,
suppl enental reply brief, answer, answer to reply brief and

response to supplenental reply brief.

OPI NI ON

After a careful review of the evidence before us, we wll
not sustain the rejection of clains 5 through 8 and 10 under
35 US.C § 103.

The Exam ner has failed to set forth a prim facie case.

It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained

i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the artisan
contained in such teachings or suggestions. 1In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).

"Addi tionally, when determ ning obviousness, the clained

i nvention should be considered as a whole; there is no legally

recogni zable "heart' of the invention.” Para-O dnance Mg. V.

SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
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1239 (Fed. G r. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cr. 1983), cert. denied,
469 U.S. 851 (1984)).

The Exam ner reasons that APA and Kojima teach the
cl ai mred net hod of manufacturing a cathode ray tube having a
filtering layer with silicon dioxide and a dye but fail to
teach incorporating a netal oxide in the coating conposition
of the filter layer. Kawanura teaches a cathode ray tube
having a |l ayer on the face plate conprising of a dye, an
el ectroconductive netal oxide and silica gel (answer-page 5).
The Exam ner st ates:

Therefore, it would have been obvious for one

skilled in the art at the tinme the invention was

made to have incorporated a netal oxide as evidenced

by Kawanura et al. (5,291,097) in either Applicant’s

admtted state of the art (specification, pg. 1

line 20-pg. 2, line 2) or Kojima (EP-517611)

filtering | ayer because one skilled in the art would
want to obtain the benefits associated with the

nmetal oxide's use, i.e. effective in renoving the
el ectricity generated on the panel by static

i nduction (col. 1, lines 5-10). [Answer-pages 5 and
6. ]
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Appel l ants argue that APA fails to teach the use of an
al koxy compound of the netal to formthe netal oxide (brief-
top of page 5) and Kojina fails to teach formng the silicon
di oxi de from al koxysi |l ane and the netal oxide from an al koxy
conmpound of the netal. Further, Kawanura fails to teach
formng the netal oxide by heating an al koxy derivative of the
metal (brief-top of page 6).

Claim5 recites that the silicon dioxide is formed from
heati ng the al koxysil ane conpound, and the netal oxide is
formed from heating the al koxy conmpound of the netal. W note
t hat APA does teach formng the silicon dioxide from heating
t he al koxysi |l ane conpound (as indicated by the Exam ner).
However, Appellants are correct in that APA does not teach
formng the netal oxide froman al koxy conpound of the netal.
Appel lants are further correct in that Kojima and Kawamura
also fail to teach formng the netal oxide from an al koxy
conmpound of the netal. Even t hough Kawanura teaches the
desirability of using a nmetal oxide in the filtering |ayer of

a cathode ray tube coating, we see no teaching of the clained
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met hod of obtaining this elenment in the coating. The Exam ner

st at es:

Hence, it is the Exam ner’s position that one

skilled in the art at the time [of] the invention

woul d have found the use of an al koxy conpound, i.e.

tetraal koxy netal, as an obvious variation for the

manufacturing of a nmetal oxide |ayer. [Answer-page

7.]

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
ina prior art reference, conmmon know edge or unquestionabl e

denonstration. Qur reviewing court requires this evidence in
order to establish a prima facie case. 1In re Knapp-Mnarch
Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re
Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).
Furthernore, the Federal G rcuit states that "[t]he nmere fact
that the prior art nmay be nodified in the manner suggested by
t he Exam ner does not neke the nodification obvious unless the

prior art suggested the desirability of the nodification.™ In
re Fritch, 972 F.2d 1260, 1266 n.14, 23 USPQd 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. GCir. 1984). "Ooviousness may not be
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est abl i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Odnance Mg. v. SGS

| mporters Int’l, 73 F.3d at 1087,

37 USPQ2d at 1239, citing W L. Gore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d at 1551, 1553, 220 USPQ at 311, 312-
13.

Since there is no evidence in the record that the prior
art suggested the clainmed nethod of heating an al koxy conpound
of the nmetal to obtain the netal oxide, we will not sustain
the Exam ner’s rejection of claimb.

The remai ning clainms on appeal al so contain the above
[imtation discussed inregard to claim5 and thereby, we wll

not sustain the rejection as to these clains.
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We have not sustained the rejection of clainms 5 through 8

and 10 under 35 U. S.C. § 103. Accordingly,

decision is reversed.

REVERSED
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